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REMARKS 

Response to Claim Objections 

Claims 46-52, 54, and 55 are objected to by the Examiner because of several 
formalities. Applicants believe that the above amendments to the claims obviate the 
Examiner’s objections. 

Response to Claim Rejections Under 35 U.S.C. §1 03(a) 

Claim 1 was rejected by the Examiner under 35 U.S.C. 103(a) as being 
unpatentable over Carter (U.S. Pat. No. 4,863,470) or Sinaiko (U.S. Pat. No. 3,341,417) 
in view of Fulton, III et al. (U.S. Pat. No. 6,270,464). 

Claims 35-43, 46-52, 54, and 55 were rejected under 35 U.S.C. §1 03(a) as being 
unpatentable over Fulton, III et al. (U.S. Pat. No. 6,270,464) in view of Yamamoto (U.S. 
Pat. No. 4,847,049). 



Claims 44 and 53 were rejected by the Examiner under 35 U.S.C. §1 03(a) as 
being unpatentable over Fulton, III et al. (U.S. Pat. No. 6,270,464) in view of Voegele et 



al. (U.S. Pat No. 6,220.248). 



Applicants believe that the above amendments to the claims avoid the rejections 
put forth by the Examiner. Specifically, the claims are directed to a plurality of 
separate marker bodies formed of bioabsorbable material with at least one of bodies 
being radiographically detectable and with at least one of the bodies being ultrasonically 
detectable. None of the combinations of references put forth by the Examiner teach or 
suggest the features of the claims. Moreover, there is no suggestion in the references 



of combining the teachings thereof as suggested by the Examiner. Fulton et al. is 
directed to a single marker or a plurality of interconnected marker bodies. Voegle 
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discloses multiple marker bodies but they are also interconnected. Yamamoto 
discloses a method of binding a radiographically detectable metallic element to the 
bioabsorbable material, but it likewise fails to suggest a marker system with a plurality of 
marker bodies one of which is radiogaphically detectable. 

Response to Double Patenting 

Claims 35-38 and 44-55 are provisionally rejected by the Examiner under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 1 and 23 of copending Application No, 10/719,448 (‘448 application). 
Applicants have cancelled claims 1 and 23 from the co-pending application, so this 
rejection should be moot 

Claims 39-43 are provisionally rejected by the Examiner under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 31-65 of copending ‘448 application in view of Yamamoto (U.S. Pat. No, 
4,847,049). The above amendments to claims 39-43 in the present application are 
believed to distinguish these claims from the claims 31-35 of the ‘448 application, so the 
provisional rejection should no longer be applicable. 



Serial No. 10/684,124 
Any. Docket No. R0367-O1002 

PAGE 10/1 1 * RCVD AT 8/2212005 7:30:56 PM [Eastern Daylight Time] ‘ SVR:USPTO-EFXRF-6/30 * DNIS:2738300 * CSID:4153712201 * DURATION (mnKS]:0244 



BEST AVAILABLE COPY 




08/22/2005 16:33 FAX 4153712201 



DUANE MORRIS LLP SF 



@011 



Conclusions 

Applicants believe that the pending claims are directed to patentable subject 
matter and request reconsideration and an early allowance of the claims. 



Respectfully submitted, 



DUANE MORRIS LLP 
One Market 

Spear Tower, Suite 2000 
San Francisco. California 94105 
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